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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 18, 2008 has been entered. Claims 68-91 are pending. Claims 1-67 are 
cancelled, and claims 87-91 are newly added by the applicant. At this time, claims 68- 
91 are rejected. 

Response to Arguments 

2. Applicant's arguments filed December 18, 2008, with respect to claim 68 
have been fully considered and are persuasive. The previous Claim Rejections - 35 
USC § 101 and 35 USC §112o1 claim 68-86 have been withdrawn. 

However, Applicant's arguments with respect to claims 68-86 have been 
considered but they are not persuasive at least for Claim Rejections - 35 USC § 102. 
New citations of the prior art also include in the office action. 

Applicant has argued that: 

Paragraph [0060] of the specification provides: If at the decision state 550 
the player interface 122 determines that the presentation 126 is subject to a license but 
that the rights broker 142 has not granted the license, the process 500 moves to a state 
560. At the state 560 the player interface 122 communicates to the consumer computer 
120 (or its associated end-user) different options to gain access to the presentation 126 
.... In yet another embodiment, the player interface 122 provides the consumer 
computer 120 with one or more license purchasing options for accessing the 
presentation 126. One of ordinary skill in the art will appreciate that this description 
discloses "providing information on how to qualify for a license" after determining that 
none of a plurality of licenses authorizes the requested use of the digital content. 
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Examiner respectfully disagrees with the applicant and still believes that 
the above description and/or explanation does not make up or even relevant to claim 
limitations of "providing information on how to qualify for a license". Where applicant 
acts as his or her own lexicographer to specifically define a term of a claim contrary to 
its ordinary meaning, the written description must clearly redefine the claim term and set 
forth the uncommon definition so as to put one reasonably skilled in the art on notice 
that the applicant intended to so redefine that claim term. Process Control Corp. v. 
HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999). The 
phrase "providing information on how to qualify for a license" in claim 68 is used by the 
claim to mean "how to grant or purchase the license in order to access the presentation 
or digital content", while the accepted meaning is really "how to obtain for a license." 
The term is indefinite because the specification does not clearly redefine the term. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
on page 6 of the remarks (i.e., If at the decision state 550 the player interface 122 
determines that the presentation 126 is subject to a license but that the rights broker 
142 has not granted the license, the process 500 moves to a state 560. At the state 560 
the player interface 122 communicates to the consumer computer 120 (or its associated 
end-user) different options to gain access to the presentation 126 .... In yet another 
embodiment, the player interface 122 provides the consumer computer 120 with one or 
more license purchasing options for accessing the presentation 126) are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In addition, applicant has argued that: 

Spagna fails to disclose providing information on how to qualify for a 
license to use content when a request for a use of the content has been received but 
the authority to use the content as requested has not been established. 

Per above explanation, Examiner respectfully disagrees with the applicant 
and still maintain that: 
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Spagna does teach this limitation in column 6, lines 35-39; column 14, 
lines 1-47; and column 21, lines 38-49 of Spagna, wherein Spagna teaches electronic 
stores coupled to a network sell licenses to play digital content data to users. Content 
players, which receive from the network the licensed content data, are used to play the 
licensed content data (column 6, lines 35-39 of Spagna). This above description 
equates to be the similar as "providing information on how to qualify/obtain for a 
license", which has been verified by the applicant as in page 6 of the remarks. 

The fact that Examiner may not have specifically responded to any as 
indicating particular arguments made by Applicant and Applicant's Representative, 
should not be construed Examiner's agreement therewith. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 68 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Applicant recites the limitation to include the 
language "providing information on how to qualify for a license." It is believed that 
giving a claim its broadest reasonable interpretation and reviewing the claim as a whole 
in light of the specification as understood by one of ordinary skill in the art are important 
steps in analyzing a claim for indefiniteness. 

Applicant further recites the new added limitation to include the language 
"allowing the requested use of the content if at least one of the plurality of licenses 
authorizes the requested use." It is unclear what Applicant's intended metes and 
bounds of the claim are, since the claim appears to cover anything and everything that 
does not prohibit actions from occurring. 

Claims 69-91 are depended on claim 68, thus they are rejected with the 
same rationale applied against claim 68 above. 

Claim Rejections - 35 USC § 102 
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5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 68-72, 74, 77-91 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Spagna et al (US 6,587,837 B1). 

a. Referring to claim 68: 

i. Spagna teaches a method for controlling access to digital 
content (column 9, lines 52-57 of Spagna), the method comprising: 

(1) storing with the first computing device (column 6, 
lines 35-39 of Spagna) a plurality of licenses for authorizing use of the content 
(column 4, lines 27-32; column 10, lines 28-33 of Spagna) from a configurable rules 
that is based at least in part on a user attributes(column 12, lines 52-67 of Spagna); 

(2) receiving with a second computing device (e.g. 
content player) a request to use the content (column 10, lines 28-33 of Spagna); 

(4) determining with the second computing device (e.g. 
content player) whether or not at least one of the plurality of licenses authorizes the 
requessted use of the content (column 10, lines 28-33; column 14, lines 1-19 of 
Spagna); 

(5) responsive to said determination, allowing the 
requested use of the content if at least one of the plurality of licenses authorizes the 
requested use (column 10, lines 28-57 of Spagna); and 
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(5) providing with a third computing device (e.g., content 
player) information on how to qualify for a license, if none of the plurality of licenses 
authorizes the use (column 6, lines 35-39 of Spagna). 

b. Referring to claim 69: 

i. Spagna further teaches: 

(1) wherein the user attributes comprise the user's age 
(column 1 1 , lines 8-1 7 of Spagna). 

c. Referring to claim 70: 

i. Spagna further teaches: 

(1) wherein the user attributes comprise the user's 
residence (column 11, lines 8-17 of Spagna). 

d. Referring to claim 71: 

i. Spagna further teaches: 

(1) wherein the user attributes comprises a payment 
method (column 4, lines 22-26; column 11, lines 8-17 of Spagna). 

e. Referring to claim 72: 

i. Spagna further teaches: 

(1) wherein at least one of the plurality of licenses 
comprises at least one grant (column 10, lines 28-33 of Spagna). 

f. Referring to claims 74, 84: 

i. Spagna further teaches: 

(1 ) wherein determining whether or not at least one of the 
plurality of licenses authorizes the requested use comprises comparing an entitlement 
requirement of at least one of the plurality of licenses against an attribute of a user who 
has made the request (column 10, lines 28-33 of Spagna). 

g. Referring to claim 77: 

i. Spagna further teaches: 

(1) wherein the requested use comprises playback 
(column 5, line 51 of Spagna). 
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h. Referring to claim 78: 

i. Spagna further teaches: 

(1) wherein the requested use comprises copying to a 
compact disc (column 53, lines 11-16 of Spagna). 

i. Referring to claim 79: 

i. Spagna further teaches: 

(1) wherein the requested use comprises copying to a 
digital video disc (column 53, lines 11-16 of Spagna). 
j. Referring to claim 80: 

i. Spagna further teaches: 

(1) wherein the requested use comprises copying to a 
hard-drive (column 53, lines 11-16 of Spagna). 
k. Referring to claim 81: 

i. Spagna further teaches: 

(1) wherein the requested use comprises downloading to 
a portable player (column 9, lines 58-59 of Spagna). 
I. Referring to claim 82: 

i. Spagna further teaches: 

(1) wherein the rule is dynamically reconfigurable 
(column 29, lines 47-50; column 31, lines 53-55; column 45, lines 22-29; column 
52, lines 36-50 of Spagna). 

m. Referring to claim 83: 

i. Spagna further teaches: 

(1) wherein at least one of the plurality of licenses is 
dynamically reconfigurable (see Figure 5 and column 4, lines 26-32; column 39, 
lines 31-43 of Spagna). 

n. Referring to claim 85: 

i. Spagna further teaches: 
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(1) wherein providing information on how to qualify for a 
license comprises providing a user attribute that would allow authorization of the 
requested use (column 10, lines 28-33; column 14, lines 1-19 of Spagna). 
o. Referring to claim 86: 

i. Spagna further teaches: 

(1) wherein providing information on how to qualify for a 
license comprises providing an amount of money that, if received, would allow 
authorization of the requested use (column 14, lines 20-47; column 21, lines 38-49 of 
Spagna). 

p. Referring to claim 87: 

i. Spagna further teaches: 

(1) wherein the first and second computing devices are 
the same computing device (see Figures 1 and 5 of Spagna). 
q. Referring to claim 88: 

i. Spagna further teaches: 

(1) wherein the first, second and third computing devices 
are the same computing device (see Figures 1 and 5 of Spagna). 
r. Referring to claim 89: 

i. Spagna further teaches: 

(1) wherein the first and third computing devices are the 
same computing device (see Figures 1 and 5 of Spagna). 
s. Referring to claim 90: 

i. Spagna further teaches: 

(1) wherein the second and third computing devices are 
the same computing device (see Figures 1 and 5 of Spagna). 
t. Referring to claim 91: 

i. Spagna further teaches: 

(1) wherein the user attribute comprises a computing 
device unique identifier (column 24, lines 37-41 of Spagna). 

Claim Rejections - 35 USC § 103 
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7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 73, 75, and 76 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Spagna et al (US 6,587,837 B1), and further in view of Eichstaedt et 
al (US 6,108,645). 

a. Referring to claims 73, 75, 76: 

i. Spagna teaches the claimed subject matter via the usage of 
licenses and rules, However Spagna is silent on the capability of using Boolean-based 
expressions with its rules. On the other hand, Eichstaedt teaches this limitation in 
column 2, lines 10-18; column 8, lines 25-27 of Eichstaedt. 

iii. It would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to: 

(1) have modified the invention of Spagna with the 
teaching of Eichstaedt to establish a secure, global distribution system for digital content 
that protects the rights of content owners (column 2, lines 56-58 of Spagna). 

iv. The ordinary skilled person would have been motivated to: 
(1) have modified the invention of Spagna with the 

teaching of Eichstaedt for the secure delivery and rights management of digital assets, 
such as print media, films, games, and music over global communications networks 
such as the Internet and the World Wide Web (column 1, lines 55-58 of Spagna). 
Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thanhnga (Tanya) Truong whose telephone number 
is 571-272-3858. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kim Vu can be reached at 571-272-3859. The fax and phone 
numbers for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 571- 
272-2100. 



/Thanhnga B. Truong/ 

Primary Examiner, Art Unit 2435 

TBT 

February 26, 2009 



